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DETAILED ACTION 

Claim Objections 

1 . Claims 1 and 4-7 are objected to because of the following informalities: There is 
not proper antecedent basis for "the envelope". Every recitation will be construed to 
mean "the binder envelope". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-4 and 7-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nelson (US 6,316,081). 

4. In respect to claim 1 , Nelson discloses a binder envelope 10 configured to be 
inserted into a binder (Fig. 10) and made of a transparent material (Col. 4, 53-55) 
having both a binding portion 12 and a paper storing portion 14 (Fig. 1); bands 16 are 
attached to the front surface of the binder envelope 10 to store paper. 

5. In respect to claims 2-3, Nelson further discloses a vertical row having an upper 
horizontal band attached to an upper portion of the binder envelope, a lower horizontal 
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band attached to a lower portion of the binder envelope, and a middle horizontal band 
located between the upper and lower bands; all bands are secured with left and right 
attachments lines and a lower attachment line, leaving opening 23 on the tops thereof 
(Col. 5, 3-20, Fig. 1); Nelson does not disclose that the bands were attached by a 
"thermal adhesion method" however, although product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985) 

6. In respect to claim 4, Nelson further discloses left and right vertical bands, four in 
a first row and four in a second row, each having a predetermined width and length and 
being longitudinally attached to portions near the right and left edges of the front surface 
of the binder envelope 1 0 (Fig. 1 ). 

7. In respect to claim 7, Nelson further discloses: an upper horizontal edge band 
(e.g. the uppermost and left band 1 6, Fig. 1 ) attached to an upper edge of the binder 
envelope 10 having vertical right and left attachment lines as described above; and a 
lower horizontal edge band (e.g. the lowermost and left band 16, Fig. 1) attached to a 
lower edge of the binder envelope 10 having vertical right and left attachment lines and 
a lower attachment line as described above 
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8. In respect to claim 8, Nelson further dislcoses that ink receptive layers 20 (which 
are exterior to the pockets 16, Col. 3, 51-52) may be adjusted to allow for black and 
colored jet ink (Col. 7, 42-44). 

9. Additionally, the examiner would like to further convey to the applicant that the 
nomenclature of the claims pertaining to the bands and their location are broad and 
drawn substantially to subjective directional references without much structural 
recitation. As such, claims 2-4 and 7 are all each separately rejected as anticipated by 
the same bands 16 disclosed in Figure 1 , depending on their reasonable broad 
interpretation. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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12. Claims 5 and 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nelson (US 6,31 6,081 ) in view of Werner et al. (US 5,709,496). Nelson substantially 
discloses the claimed subject matter for the reasons stated above including a single 
pocket which substantially extends to the corner extents of the binder envelope (Fig. 3) 
but does not disclose corner bands, particularly of a triangular shape however Werner 
et al. disclose a similar binder envelope 10 which utilizes corner bands 50 which are 
arranged in diagonal directions from each other and aligned along their vertexes (Fig. 4) 
and it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the band as taught in Nelson (Fig. 3) with the corner 
bands taught in Werner et al. as a suitable known alternative. All of the claimed 
elements were known in prior art and one skilled in the art could have combined the 
elements as claimed by known methods with no change in their respective functions, 
and the combination would have yielded predictable results to one of ordinary skill in the 
art at the time of the invention. Providing the one band embodiment Nelson (Fig. 3) with 
the corned band configuration results in the corned bands being disposed in corners of 
the binder envelope. 



Conclusion 



1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyle Grabowski whose telephone number is (571)270- 
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3518. The examiner can normally be reached on Monday-Thursday, every other 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on (571)272-4480. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kyle Grabowski/ /Dana Ross/ 

Examiner, Art Unit 3725 Supervisory Patent Examiner, Art 

Unit 3725 



